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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 



Claims 34, 42, 43, 53 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) 
contains subject matter, which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 
These claims have subject matters “wherein the selecting means selects the first 
mode when sheets having images formed thereon beforehand by the color image 
forming means or the black-and-white image forming means are mixed without 
passing through an image forming position, and selects the second mode when 
the sheets are mixed after passing through the image forming position”, these 
subject matters are not described in the specification. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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Claims 34-40, 42-62 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Toshihiro (Pub. No.: 2000-222148), Kiyoshi (Pub. No.: 2002- 
086852) and Nimura et al. (Nimura) (Pub. No.: US 20010021036). 

With regard to claim 34, Toshihiro discloses a system in which in a case 
where a color page and a black-and-white page are to be formed on a single 
sheet, an image for the color page is formed by a color printer and an image for 
the remaining page is formed by a black-and-white printer (paragraph 0008). 

Kiyoshi discloses a technique in which in a case where a color page and a 
black-and-white page are to be formed on a single sheet, 
images for all the pages are formed by a color printer (paragraph 0020). 

Therefore it would have been obvious to one of ordinary skill in the 
art at the time of the invention to have modified Toshihiro to include where a 
color page and a black-and-white page are to be formed on a single sheet, 
images for all the pages are formed by a color printer as taught by Kiyoshi. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified Toshihiro by the teaching of Kiyoshi to achieve 
selectable implementation to form an image for the color page using a color 
printer and an image for the remaining page using a black-and-white printer, or to 
form images for all the pages using the color printer. 

Toshihiro and Kiyoshi differ from claim 34, in that they do not teach 
wherein the selecting means selects the first mode when sheets having mages 
formed thereon beforehand by the color image forming means or the black-and- 




Application/Control Number: 10/600,449 
Art Unit: 2625 



Page 4 



white image forming means are mixed without passing through an image forming 
position, and selects the second mode when the sheets are mixed after passing 
through the image forming position. 

Nimura discloses a control method of controlling an image forming 
apparatus comprising forming images on blank sheet by image forming section 
and if an image formed it feeds in a manner bypassing image formation 
(paragraph 0009). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have modified Toshihiro and Kiyoshi to include a 
control method of controlling an image forming apparatus comprising forming 
images on blank sheet by image forming section and if an image formed it feeds 
in a manner bypassing image formation as taught by Nimura. . It would have 
been obvious to one of ordinary skill in the art at the time of the invention to have 
modified Toshihiro and Kiyoshi by the teaching of Nimura to save time and labor 
(paragraph 0006). 

With regard to claim 35, Toshihiro discloses further comprising: 
a merging path where sheets on which images are to be formed by the 
color image forming means or sheets on which images have been formed by the 
color image forming means, and sheets on which images are to be formed by the 
black- and-white image forming means or sheets on which images have been 
formed by the black-and-white image forming means merge (paragraph 0006); 
and sheet feeding means for feeding a sheet having an image formed thereon 
beforehand by the color image forming means or a sheet having an image 
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formed thereon beforehand by the black-and-white image forming means to the 
merging path, wherein the selecting means selects one of the first mode and the 
second mode depending on the type of the sheet feeding means used 
(paragraph 0018). 

With regard to claim 36, Toshihiro discloses wherein the merging path is 
located at a position where the sheets on which images are to be formed by the 
color image forming means and the sheets on which images are to be formed by 
the black-and-white image forming means merge after completion of image 
formation, and the selecting means selects the first mode when the sheet feeding 
means that feeds a sheet to the merging path is used (paragraphs 0018 and 
0036). 

With regard to claim 37, Toshihiro discloses wherein the merging path is 
located at a position where the sheets on which images are to be formed by the 
color image forming means or the sheets on which images are~ to be formed by 
the black-and-white image forming means merge before completion of image 
formation, and the selecting means selects the second mode when the sheet 
feeding means that feeds a sheet to the merging path is used (paragraphs 0018 
and 0036). 

With regard to claim 38, Toshihiro discloses wherein the job in which both 
a color page and a black-and- white page exist is input from a computer 
connected to the image formation system (paragraph 0034). 
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With regard to claim 39, Toshihiro discloses wherein the job in which both 
a color page and a black-and- white page exist is input from a scanner connected 
to the image formation system (paragraph 0078). 

With regard to claim 40, Toshihiro discloses wherein the color image 
formation apparatus and the black- and-white image formation apparatus receive 
the same job (paragraph 0001). 

With regard to claim 42, the subject matter is similar to claim 34. 

Therefore, the rejection on claim 42 is the same as the rejection on claim 34. 

With regard to claim 43, the subject matter is similar to claim 34. 

Therefore, the rejection on claim 43 is the same as the rejection on claim 34 
(also see paragraph 0035). 

With regard to claim 44, the subject matter is similar to claim 35. 

Therefore, the rejection on claim 44 is the same as the rejection on claim 35. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 45, the subject matter is similar to claim 36. 

Therefore, the rejection on claim 45 is the same as the rejection on claim 36. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 46, Toshihiro discloses wherein the sheet feeding 
means is an inserter or a collator (paragraph 0044). 
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With regard to claim 47, Toshihiro discloses wherein the sheet feeding 
means is provided in the black-and-white image formation apparatus, and is 
configured to feed the sheet having an image formed thereon beforehand by the 
color image forming means, the color image formation apparatus further 
comprises determining means for determining whether a received page is a color 
page or a black-and-white page based on the image information received by the 
receiving means, and it is determined whether the received page is black- 
and-white or color according to the determination result of the determining 
means (paragraphs 0018, 0022, 0023). 

With regard to claim 48, the subject matter is similar to claim 34. 

Therefore, the rejection on claim 48 is the same as the rejection on claim 34. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 49, the subject matter is similar to claim 35. 
Therefore, the rejection on claim 49 is the same as the rejection on claim 35. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 50, Toshihiro discloses wherein the sheet feeder is a 
hand feed unit (paragraph 0036). 

With regard to claim 51 , the subject matter is similar to claim 44. 
Therefore, the rejection on claim 51 is the same as the rejection on claim 44. It 
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would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 52, the subject matter is similar to claim 48. 

Therefore, the rejection on claim 52 is the same as the rejection on claim 48. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 53, the subject matter is similar to claim 34. 

Therefore, the rejection on claim 53 is the same as the rejection on claim 34. 

With regard to claim 54, the subject matter is similar to claim 35. 
Therefore, the rejection on claim 54 is the same as the rejection on claim 35 
(also see paragraph 0055). 

With regard to claim 55, the subject matter is similar to claim 45. 
Therefore, the rejection on claim 55 is the same as the rejection on claim 45 (see 
also Toshihiro’s paragraph 0055). 

With regard to claim 56, Toshihiro discloses wherein the sheet feeding 
means is an inserter or a collator (paragraph 0044). 

With regard to claim 57, the subject matter is similar to claim 51. 
Therefore, the rejection on claim 57 is the same as the rejection on claim 51. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 
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With regard to claim 58, the subject matter is similar to claim 52. 
Therefore, the rejection on claim 58 is the same as the rejection on claim 52. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 59, the subject matter is similar to claim 55. 
Therefore, the rejection on claim 59 is the same as the rejection on claim 55. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 60, the subject matter is similar to claim 50. 
Therefore, the rejection on claim 60 is the same as the rejection on claim 50. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 61, the subject matter is similar to claim 47. 
Therefore, the rejection on claim 61 is the same as the rejection on claim 47. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

With regard to claim 62, the subject matter is similar to claim 52. 
Therefore, the rejection on claim 62 is the same as the rejection on claim 52. It 
would have been obvious to one of ordinary skill in the art at the time of the 
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invention to achieve selectable implementation and it is a common to associate 
related functions in advance. 

Claim 41 is rejected under 35 U.S.C. 103(a) as being unpatentable 
overToshihiro, Kiyoshi and Nimura, as applied to claims 34-40 above, and 
further in view of Hiroyuki (Pub. No.: 2000-112688). 

With regard to claim 41, Toshihiro, Kiyoshi and Nimura differ from claim 
41 , in that he do not teach a case where both a color page and black-and- white 
page are imposed on a single sheet in saddle-stitch book binding. 

Hiroyuki discloses a case where both a color page and black-and- white 
page are imposed on a single sheet in saddle-stitch book binding (paragraph 
0047). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have modified Toshihiro and Kiyoshi and Nimura to 
include a case where both a color page and black-and- white page are imposed 
on a single sheet in saddle-stitch book binding as taught by Hiroyuki. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
have modified Toshihiro, Kiyoshi and Nimura by the teaching of Hiroyuki to 
achieve selectable implementation and it is a common to associate related 
functions in advance to save time and labor (paragraph 0004). 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Quang N. Vo whose telephone number is 
5712701121. The examiner can normally be reached on 7:30AM-5:00PM 
Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner’s supervisor, Twyler M. Lamb can be reached on 5712727406. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 





